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DETAILED ACTION 

1 . The instant application having Application No. 1 0/572406 has a total of 1 5 claims 
pending in the application, there are 1 independent claims and 14 dependent claims, all 
of which are ready for examination by the examiner. 

Oath/Declaration 

2. The applicant's oath/declaration has been reviewed by the examiner and is found 
to conform to the requirements prescribed in 37 C.F.R. 1.63. 

Claim Objections 

, 3. Claim 25 is objected to because of the following informalities: The word 
"contianer" does not exist and the examiner assumes applicant meant to say 
"contained". Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
4. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-29 are directed towards software, per se. The claims lack the 
necessary physical articles or objects to constitute a machine or a manufacture within 
the meaning of 35 USC 101 . They are clearly not a series of steps or acts to be a 
process nor are they a combination of chemical compounds to be a composition of 
matter. As such, they fail to fall within a statutory category. They are, at best, functional 
descriptive material perse. Descriptive material can be characterized as either 
"functional descriptive material" or "nonfunctional descriptive material." Both types of 
"descriptive material" are nonstatutory when claimed as descriptive material perse, 33 
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F.3d at 1360, 31 USPQ2d at 1759. When functional descriptive material is recorded on 
some computer-readable medium, it becomes structurally and functionally interrelated 
to the medium and will be statutory in most cases since use of technology permits the 
function of the descriptive material to be realized. Compare In re Lowry, 32 F.3d 1579, 
1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 1994). Merely claiming nonfunctional 
descriptive material, i.e., abstract ideas, stored on a computer-readable medium, in a 
computer, or on an electromagnetic carrier signal, does not make it statutory. See 
Diehr, 450 U.S. at 185-86, 209 USPQ at 8 (noting that the claims for an algorithm in 
Benson were unpatentable as abstract ideas because "[t]he sole practical application of 
the algorithm was in connection with the programming of a general purpose 
computer."). 

5. Claim 1 5 comprises of a smart folder for a selected set of documents and 
records, but does not specify a physical piece of hardware to fulfill the claim, and thus 
has been rejected. 

6. Claims 1 6-29 does not solve any of the non-statutory deficiencies of claim 1 5, 
and thus are rejected for the reasons stated above. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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8. Claims 15-29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mushtaq et al. (EP 1,160,715 A2). 
For claim 1 5, Mushtaq et al. teaches: 

A smart folder for a selected set of documents or records having a unique 
identifier in a document management system [first folder stores documents with label 
fields, 0005], comprising: a predetermined set of rules applicable for a selected set of 
documents or records [template maker that does rule application, 0005]; and, software 
means for handling said selected set of documents or records [work flow maker handles 
template construction, 0005]. 
For claim 16, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, wherein said smart folder contains at least one document or record of said selected 
set of documents or records [folder created when first document is saved, 0005]. 
For claim 17, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
1 5, further comprising document metadata for said selected set of documents or 
records [folder having image for documents, 0031]. 
For claim 1 8, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
17, wherein said document metadata includes at least one of document type, document 
status, keywords and custom properties [folder having description of documents, 0031]. 
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For claim 19, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, further comprising a set of permissions assigned to said smart folder for determining 
users permitted to modify or browse said smart folder, have access to said smart folder 
or add documents to said smart folder [setting and changing user access to folder, 
0045-0046]. 

For claim 20, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
1 5, further comprising software having record retention information means [process to 
determine retention, 0117]. 
For claim 21 , Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, further comprising software means for an individual's record retention information to 
be overridden with software having different retention information, when so required 
[process manager determining if future users will benefit from retention of information, 
0117]. 

For claim 22, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, further comprising software having a templating function for allowing an authorized 
person for said smart folder to specify document metadata and permissions to be 
assigned to any documents or records stored in said smart folder, so that other users of 
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said smart folder, having valid permissions, are able to save documents or records into 
said smart folder [set write/read access to user or group access to folder, 0040-0047]. 
For claim 23, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
22, wherein said document metadata and permissions specified in said software having 
said templating function includes means for applying said document metadata and 
permissions to the documents or records upon entry to said smart folder [private access 
setting that presets individual or group access to folder, so permission is set upon entry, 
0040]. 

For claim 24, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, further comprising a pointer to a parent folder of said smart folder [folder hierarchy 
creating a tree that points new folder to parent folder, 0035]. 
For claim 25, Mushtaq et al. teaches: 

The smart folder for a selected set of documents or records according to Claim 
15, further comprising software means so that when a smart folder is declared a 
"record," then all documents contained in said smart folder are also declared "records" 
[folder description for all documents, 0031]. 

Claim Rejections - 35 USC § 103 
9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 26-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mushtaq et al. as set forth above against claim 1 5 above, and in view of Johnson et al. 
(US 5,813,009). 

As per claim 15, Mushtaq et al. teaches the storing of records in a smart folder 
[0005], but does not teach the deletion of records from the folder after a certain 
retention period. 

Johnson et al. teaches the removal of all associated records upon time beyond 
retention [column 20, lines 65-67 - column 21, lines 1-5], the disposal process of 
removed data [column 21 , lines 6-15], retention of data while time of disposal has not 
been reached [column 4, lines 60-67 - column 5, lines 1-8] and the disposal of records 
as an entirety [column 20, lines 56-64]. 

Mushtaq et al. (EP 1,160,715 A2) and Johnson et al. (US 5,813,009) are 
analogous art because they are from the same field of endeavor of storing records. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to modify the smart folder described by Mushtaq et al. and add the 
retention policy of records as described by Johnson et al. 

The motivation for doing so would have been to solve the "portion of the overall 
business problem which deals with the timely disposal of archived imaged records" 
[column 3, lines 10-22]. 
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Therefore, it would have been obvious to combine Mushtaq et al. (EP 1,160,715 
A2) with Johnson et al. (US 5,813,009) for the benefit of deleting outdated contents from 
records. 

Conclusion 

The Examiner requests, in response to this Office action, that support be shown 
for language added to any original claims on amendment and any new claims. That is, 
indicate support for newly added claim language by specifically pointing to page(s) and 
line no(s) in the specification and/or drawing figure(s). This will assist the Examiner in 
prosecuting the application. 

When responding to this Office action, Applicant is advised to clearly point out 
the patentable novelty which he or she thinks the claims present, in view of the state of 
the art disclosed by the references cited or the objections made. He or she must also 
show how the amendments avoid such references or objections See 37 CFR 1.111 (c). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ajith Jacob whose telephone number is 571-270-1763. 
The examiner can normally be reached on M-F 7:30-5:00 EST, Every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mohammad Ali can be reached on 571-272-4105. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



8/8/2007 



AJ 

Patent Examiner 
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PRIMARY EXAMINER 



